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.n~TER-GOVERNfrffiNTALCONFERENCE
FOR THE SETTING UP OF A EUROPEAN

SYSTEM FOR THE GRANT OF PATENTS

- Secretariat -

NOTE

Brussels, 21 September 1971
BR/GT 1/113/71

The delegations to Working Party I will find
annexed a note from the United Kingdom delegation
concerning the Second Preliminary Draft Convention and
containing a number of observations and proposals
which it would like Working Party I to examine at its
meeting to be held from 12 to 22 October 1971.
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ANNEX
NOTE BY THE UNITED lITN GDOM: DELEGATION

This note contains comments and proposals concerning
certain Articles of the second preliminary draft of the Con-
vention for (~iscu~sion at the October meeting of ~Norking
Party 1. The delegation wishes to reserve the right to
COIILllentlater on the IIpackage II J Articles 153-155 and, if
necessary f')llowing the September meeting of Working Party I,
on Article 16. We also have other points? mainly of a
drafting nature, which will be raised at the October
meeting.

,Article 9

I.tis evident that the treatment of animals to improve
the qU8.1ityor q,uantity of the product is patentable und'er
paragraph ,1 ~d we do not think a practical distinction can be
lD.adebetween such treatment and veterinary treatment. Y'e'
thinl\:.the reference to animals should therefore be deleted' :.
from paragraph 2(e).

We agree in substance with paragraph 2(f) but would
prefer to make the position clear by re-drafting ,it to read
as follows

"(f) Designs or arrangements which serv~ o:p.lyto pre-
se!lt information and in which the'only nov.elty
lies in the information presented".

Yle also agree in substance with paragrap'h .2(g), but believe
that this needs to be expanded to define what is covered
by a computer program and also to make clear that patents
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sh2ll not be granted for methods (e.g. a method of programming
computers) or apparatus (e.g. a computer when programmed in a
certain W2.y) v;here the only novelty is to be found in the
progrum itself. Paragraph 2(g) might read as follo~~:

"(g) Computer programs (th8.tis s a set of instructions
for controlling the sequence of operations of a date
processing system) and methods or appsr~tus in ~hich the
only novelty lies in the computer progFcJD.employed".

Finally~, we point out ths,t though we a..re Etgreeable to
este.blishing in pa.ragraph 2 a non.;.exhaustivelist of sUbject
m2.tter which is excluded from the concept of "inventionll

, we (
also believe thc"t it should be m:.de possible for this list
to bef&irly easily revised in order to remove any v.llcertain-
ties y?hich ID2.Y ::.risec.nd also to meet future technic£tl
developments. l:;.tsome stage therefore we would hope that
paragraph 2 can be transferred to the ImpleinentingRegulations,
8..S in the case of the peT.

Article 10

The scope of the reference to "essentially biological
processes" is net clear and it m8.y well be difficult to
distinguish bet'Neen an Ilessentially biological'l process and
~.process which is not essentie.lly biologica.l f or.between a
macro-biologica.l process and ~ micro-biological process. In
any case1 we see no resson why any biologicQl process~ other
than for the treatment of the human body~ should be specific-
ally excluded by the Convention. It seems preferable to leave

(
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it for the European Pe,tent Office to decide on the facts of
the case whether a process is an invention within.the meaning
of Article 9, p2.ragraph 1. \7e suggest therefore that paragre,ph
(b) should be revised to read:

Il(b) Plant or 5.Ilimal varietiesll.

Articles 33. 58& 160

Nowthat .the main' -features of'the proposed Euro'pe2.n p8tent
system h2.ve been developed, we consider that it would be
useful' to c2.rry -out a survey' with 8. view to getting some.
cle2.rer idea as to the likely use of the system and partic-
ularly its growth rate. This might be conducted sometime in
1972 by the Secretariat, national pE,tent offices and interested
orgaIiiss.tions. It should extend to the US:~. ", .... ',. ,

~e do not cgree with Article 160\ it would be a defeatist
policy to start off the European system with a long deferre4
examination period ~d, if this were done, there would be
likely to be considerable difficulties in reducing the period
le.ter. on..,.. We think Article 160 should be amended so that
the Administrative Council ms,y, if necessary, increase the
Article 88(2) period up to 2, maximumof 2 ye2.rs. If the 12.tter
were agreed, the Administrative Counc~l should 6,lso be author-'
ised to reduce any such extended period.

In any events we think it 'would be wise to include some
other provision on vvhich the Administrative Council could fall
back if circumstances dictate the need to do so. Wehave
doubts that sufficient eX8~iners of the required competence
can be recruited to serve in a European Patent Office located
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in eny one State. Should these doubts turn out to be justified,
the .future of the Buropecn system \70uld be end2ngered and we
feel that ~rovision should be made nODto catGT for this
conting~Lcy. ~e therefore suggest that P~ticle 33 (2)
should be ru:J.8..YJ.cledby removing the restriction th~t brzo,nch
offic e::;;...•.hicl1 the Ldministr2-ti ve Council might Gst2.blish shell
only be for inforIIlf'..tion or li8.isol1.

In connection vath the tr2nsitional period De would point
out th2.t Ulla.er the terms of l:rticles 55 to 58 there vvould in
pr2.ctic e h:.ve to be 14 members of the B02.rd of Ap:Jea.l end the
En12Tcef B02Xd Of Appe8l for ~ ~eriod of 5ye2rs. In our vie~
it is ur~ikely thcct this nWilbcr \7ould be fullJ~ employed c...t (
leC'.st durinG the first fen ~reC'.rsof 01;er2.tionof the system and
'.-.:ethil1.k the Administrative-Council should have power to 412ke
~d hoc a?~ointments in the trwlsition~l period. ~e therefore
pro)os e 2. nee.-; Ju...ticle 1602. 2.S follows:

"During a trC'nsi tiol'lc.l lJeriod, the eXl)iry of ~7hicl1sh2.11
be determined by the Administrative Council, the
Administrative Council shall h8~e yo~er to sus~end
o)eration of Pxticle 53 (1) end (2) and ill2ke such other
err8ngcr.::ents as may be nec esss.ry. Il

Article 35c. (3) should be ::--m:Jlified to refer to this ner!
Article. (
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Article 6~

It is not clear the.t the Ev.rolJe~ Po,tent Office r:lill be .. '
able to deem the e:Tmlic[",tion to be y!ithdra\'~m.in the

I. ••••••

circumstc>.nces referred to in ~)2.ra,gr2,ph(5). This is becG',use
Re Jl..rticle: 64 No 2 does not require the nation2.1 offic e to
trmlsmi t to the Europee.n P,2:.tent-Office sufficient information
for the Office to determine the "date of filingl~ or the
priority date •. In order to ~void this difficulty it Bould:
ap:;.:>eartht.t.Re Article 64 Ho :2- should'heextended.to~requi"re
the nationC',l office t9 infor~1 the Europeen PEl.tent Office co.s
to the priority d2te claiL1ed ~~d as to the dcte(~) ~~en th~
information ~:llddocuments referred to in Article 68 he"s been
received.

~~rticle 75 .

Un.der the lJrovisions of l•.rticle 11, cas es r.!il12xise in
'Nhich 82.1 eX2miner will llC',veto determine. whether the nriori tv.. .' -.... '"

date of c~:prior European application or patent is earlier,
th2.!l th~ priority date of the c:pplication he is e7.2mining.
He ~';i.ll not 'be ::.ble to do this. unless the file oftha .prior
c,~)plic2.tion or y::.tent contz:.ins the priority documont ~nd the
eXG'.::J.inerw1:.ode::?lt -;;ith the eO.rli er c?-se may h2.ve he,d no caus e "
to request th.e filing o~ this document. Horeover, it is
alviays desirable to have the ~Jriori ty document-o:q.file so the.t.
third p2xties c~ assess for theQselves the rel~tive
2riorities of concurrent c2,ses, particul2.Tly if they are
potenti~l,o?ponentE3. Nationaloffi~es also need to be. able to,

BR/GT 1/113 e/71 (Annex) as .../ ...



- 6

obtain priority documents in order to resolve any conflict
between European applications and patents and national
applications and patents. It may be noted that once an
application has been withdrawn or refused or a patent
granted, there is no means available to the EPO enabling
it to obtain the related priority documents.

For these reasons we consider that para.graph (2) should
oblige an applicant to file a copy of his first application
rather than leaving it to the examiner to require a copy if
he needs it. The priority document should be required to
be filed not later than 4 months after the filing date of
the European applica.tion. ..An exception should be made in
respect of PCT applications for European patents. In these
casesf the European Patent Office should invoke PGT Rule 17.2.

We also think that the Examiner should be empowered to
require the filing of earlier applications if it appears to
him that the application whose priority is claimed is not
the first foreign application, (e.g. it may be a U.S. con-
tinuation in part application).

As priori t:y may be claimed in respect of filings in
any State which is party to the Paris Convention .or which
satisfies the conditions of Article 73(5), the priority
document may be. in a language other than one .of the official
languages of the European Patent Office. In order to facili-
tate the work of the European Patent Office in such cases,
the applicant should be required to file a certified trans-
lation of the priority do'"'umentinto the language of the

(

(,.
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proceedings. In PCT cases, the applicant should be required
to furnish a certified transl~tion of the priority document
into the'language of the proceedings vII thin 4 months after
the expiry of the PCT Article ~2 or 39 time limit.

Article 76
We think that paragraph (1) should be amended to make

c:'earthat a European ..applicat.ion .has..the. eff.ect of a
national application in each designated State as from its
date of fiiing (cf peT 'Article 11(3» •.

Articles 81, 94 and 83a

The effect of Article, 81(1)(b) is to prevent an
applica."1tfrom filing a divisional ap'plic'ationon his own
vclition before he has received the search report on the,
o~iginal application. As we see it, this could not 9nly
delay proceedings; but, in ~ case where the original. . .application discloses but does not claim a second invention,
would result in the loss of provisional protection for 'this
invention until some time later when the divisional appli-
cation is publi.shed. Possibly the restriction imposed by
Article' 81(1)(b)is intended for the consistency 'witP: the ~
idea, embraced in Article 82, that amendments at the appli-
cant's request should not generally be allowed until after
the search report has been issued •.

",
,.
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~e do of course agree with this concept, but we do not
think it should be applied to the situation where an applicant
wishes to protect, by means of a divisional application, matter
which is contained in a previously filed application. Althou&~
prescribed by the present text of the Convention we can see no
reason why the filing of a divisional application should nec-
essitate previous or simultaneous limitation of the original
application.

It is pointed out, moreover, that Article 94 may in any
case be used to frustT~ate the apparent intention behind the
restriction of Article 81(1)(b). P~ovided the applic8.nt has (
requested examination, he does not have to await the search
repo.rt on the original application. We see no good reason why
a request for examination should govern the procedure in respect
of divisional applications. Even if a request for examination
has been made there is still no possibility .of checking the
applications at this stage since it is clear from Article 54(1)
that proceedings are not transferred to.the Examining Division
until. the search report on the original application has been
received.

ve conside~ the reference to a notice of abandonment in
Article 81(2) to be obscure and we have some difficulty in ~
understanding how it works in practice. Apart from this, it
seems pointless to require limitation. since at this stage of the
procedure there is no way of checking it and we note also that
there is ~lC sanc"tionfor failure tc comply with these provJ.sJ.ons.
Article 94, rightly in our view, dDes not contain the provisions
to be found in Article 81(2).

~/GT 1/113 e/11 (Annex) cjb .../ ...
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We take the view that there should be no bur on the-
filing of divisional applications in the period between the
filing- of the original application and the start of the exam-
ination pUrsuant to Article -88. Moreover, there should be no
requirement that the filing of a divisional application is
conditional on prior or simultaneous limitation of the original
application.

It follows that there should be a_single Article dealing
with divisional application,s. This Article should necessarily
include ~ provision ensuring that before grant amendments ~re
made to avoid overlap of protection between the origin8.l and
divisional applications. It seems to us that such 2. provision
i~ missing from the present draft.

We propos~ therefore that Articles -81 and 94 should be
replaced by a single Article as follows:

"1 _ A European patent application may be divided. out of
another European p~tent application:

(a) a t- the request of the applicant ~ nevertheless,.-
aft~r the .s~art of the examination proceedings
the_division may be made only if the EX2.mining.
Division considers ..it.to be justi~ied ~

-(h) on the invitation of the Examining Section or
Examining Division? if the requirements of
Article 70 are not met.

BR/GT 1/113 e/71 (Annex) cjb .../ ...
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2 The claims of the application and any divisional
application shall exclude the matter protected by any of.
the other applications. \There possible, the description
~~d drawings of each ap~lication shall relate only to the
matter protected by that application. However, when it is
necessary for an application to describe the matter pro-
tected by another application, it shall include a cross-
reference to that other application.

(
3 A division~l application shall be deemed to be filed on
the c.c,-te of the original application and sru:.llhEwe the
benefit of any right to priority, in so far as its subject
matter does not extend beyond what was disclosed in the
original application as filed.

4 '£hcfiling fee referred to in Article 66, paragraph 3,
mu.st be paid in respect of each divisional application
within £l period of one month after the filing thereof.1t

Paragraph 3 of our proposal corresponds to Article 81(4)
of the draft. As we understand it, this permits a divisional
applic2,tion to proceed to gr2..nteven though it contains matter_ (
TIhich was not in the origD1al application as filed. ~e think
that this is-not consistent with the general philosophy
inherent in Articles 83a and 104 and would give rise to diffi-
culties for third parties in ascertaining the dates accorded to
v8.rious P2.rts of the application. We think it should be made
clear that a divisional application which contains more than
what was in the origL~al application as filed should not be

ER/GT I/113 e/71 (Annex) cjb
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allowed to proceed to grant. We suggest that this may be
done by amending Article 83a to read :

"A European patent application shall not •••• as filed,
or if the application is'a divisional application,
beyond the content of the original application as
filed. II.

.Article 88

Tn '1riewof the short period in which a third party may
request examination(.>we consider that third party requests
should be abolished.

\";ef.urther propose that 'a.PP'licantsshall be permitted to
request examination only after the receipt of the report on
the state of the art. 'Since an examination fee has t6'be

"paid, it is likely that most',appiicants v{ill await the'search
report.. In any c~e, exar.!1inatt,onc.8.!p:lot. ,'Proceeduntil after
the report has been r~cei ved. .'....~ ,';

Article 93' .

This Article is not consistent ~~th Article 92 in that
it iBplies that exar.!1inationshall begin on expiry of the
period referred to in Article 92 (1) even though the appl:i,.c~~'
has not indicated that he wishe.s to proceed with his
application. I,1oreover,contrary to Article 92 (2), it'
appears to suggest that examination will not take p~ace vnless
the applicant has commented on the search report and on any,
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observations sent to him. Finally, Article 93 seems to ignore
the case where the applicant requests examination after
receiving the search report. We think therefore that this
Article should be revised to read as follows :

'" The Exn.I!1iningDivision shall corrnnencethe exarrin-
ation of the European patent application :

(a) on receipt of a request for examination made
by the applicant after the report on the state
of the art has been communicated to him ; or

(b) if the request for examination Vias IDc;;.de by
the applicant before the r~port 011. the state
of the art had been communicated to him, or,
if the request was not made by the applicant
himself, on receipt within the period pre-
scribed under Article'92, paragraph 1, of a
statement from the applicant"that he wishes to
proceed further with his application.

2 Only the applicant shall take part in the proceed-
ings before the Examining Division.1I

Article 95

(

We propose deletion from paragraph 2 of the words ~
"indicating all the reasons against the grant of the European (
Patent •••

,
These vlords impose unnecessary restriction on the

Examining Division since there will be cases where it will be
futile and time-wasting to indicate all the reasonsaeainst
grant.
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Articles 101, 101b, 102 and 103

Reading Articl~ 101(3) ~d 1~1b(1) in chronological order,
it appears tha~ the admissibility or otherwise of the opposition

, .

notice is determined aftQr the actions required by ArtJ.cle
101(3)., This could mean the proprietor of the paten~ being
invited to present observations on a clearly unsatisfactory
opposition notice which may never be admitted.

Articles 101 (3), 102 -and 103 .refer to "observations,i made
by the proprietor. We :think it.must be intended by these
Articles that the proprietor may also propose amendments but,
in this connection, we observe that the terms of Article 95(1)
distinguish between observations and amendments.

No sanction is provided in either Article 101(3) or
Article 101b(1)-against the proprietor who ignores the invita-
tion of Article 1.01(3-). According to Article 101b( 1), th~
Opposition DivisiGn must go on to examine the 'facts even.
though, for e:mmple, the proprietor may have d~cided to
.relinquish the patent. This may be compared:'with Article 92(2).

Article 101b(2) refers to fresh material submit~ed by ..
the parties ?oncerned but does not stipulate t~at the. opponent
shall have the right of reply to the proprietor's observations
made under Article 101(3) or give a time within which such a
reply must be -made.

;We therefore suggest the following re-drafts :

Article 101

(1), (1a) and (2) Unchanged

BR/GT I/113 e/71 (Annex) bp
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(3) The Opposition Division shall examine whether the
notice of opposition complies with .the provisions of this
Convention and the implementing Regulations. If the
opposition is admissible it shall notify the proprietor
of the patent of the opposition lodged and shall ~nvite
him to reply to the opposition by presenting his observa-
tions and, where necessary, submitting amendments to the
description, claims and drawings within a period to be
fixed by the Division. Any observations and amendments
.shall be cOIIl!Ilunicatedto the other parties concern.ed who
shall be invited to reply within a period to be fixed (

\

(4) If the, proprietor does not indicate withi..'tlthe period
fixed in paragraph 3 that he wish to maintain his patent,
the patent shall be deemed to be revoked.

Note to Article 101: Consequential amplification of the
Regulation Re Article 145 No 11 will be necessary.

Article 101b
(1) Provided.that the proprietor of the patent has
indicated within the period fixed in Article 101,
paragraph 3, that he wishes to maintain his patent, or,
if the proprietor has submitted observations or amendments,
the other parties concerned have replied or the period
provided for this purpose in Article 101, paragraph 3,
has expired, the Opposition Division shall examine the
facts in so far as they lie ••••• relief SOUgllt•

. (2) Unchanged.

BB/GT I/1!3 e/71 (Annex) bp
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Article 102

If, 2Ster Article 95 parC'.graphl she.ll 2.pplJrmutatis
mutcmdis. The result of theexF...mination2nd the observe..-
tions of the proprietor of the patent, together with any
amendments to the descriptions claims and drawings submit-
ted by him, shall be communicated to the other parties
concerned.

Article 103
TheOp;>osi tion Division she.ll invite the other pe.rties
'concerned to comment s with 8. period to be fixed by the.
Division, on the observations of the propriBtor ~f the
p~tent 2nd any amendments to the description, claims and
dre,wings submitted by him in so far as these conts.in ....
ressons.

Article 125 (2)

We i'louldprefer to impose 2. time limit. of one month for
the tr~nsmission by the Europeen P~tent Office.

J.•.rticle 127

In order to avoid the possibility of the filing Office
transmitting a requGst for conversion to the other offices
after a lengthy delay (e.g. after the application has been
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released from secrecY)twe propose th~t the second sentence of
Article 127 should be amended to read:

liThe latter shall, subject to the provisions of nationa.l
security, transmit within three months the request,
together \"Tith....••.•..... request. II

Article 133

While we agree with the mS.ximum approach in so far as
this concerns matter affecting v~lidity and involving a
tecrlllic~lcontent, we consider that it should be left open
for n8,tion2.1le..wsto prescribe that E'-u.ropes.np2~tents mey be
revoked on other grounds on which it is not appropriate for
the European Fatent Office in examination or opposition pro-
ceedings to take a view. ~e refer particularly to ccses in
which a European }J2.tcmthas been gra...11.tedto 2. person Viho
wronGfully obtained the invention from 2nother person. It
should~ in our view, be ~ matter for national l~w whether or
not the wronged person should be able to seek revocation of
the European patent. Similarly we think it should be open to
the nationE.',ll3.wS to deal with abuse of monopoly by revoking
Europe::lnp2.tents in those C8.ses where a compulsory licence has'
f.s..iledc ~,7ealso think th2~t it sl1culd be possible to revoke a
EuropeLn pa.te:2ton the groUTld thz~t the }J2.tent\"12,S granted
consequent to an e,ction in 'bad f2:.i th by the 8.pplics.nt. We
therefore propose the a.d<iitionto i...I'cicle133 of a new PE'.Ta-

graph (3) as follows

(
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11(3) Notwithstending the provl.sl.Onsof paragraph 1, any
provision in the laws of a Contracting State enabling
revocation of a n&tional patent

(~) when the proprietor is not the inventor of his
successor in title

(b) when there has been s fsilure of a compulsory
licence gr8.Iltedto prevent abuse of monopoly~
or

(c) when the applicant for the patent has acted in
b2.d f3.ith,

she.ll be 2.pplicable to European patents. The effect
of such revocation shall be restricted to the ter.ri-
tory of the Contr~cting State concerned.

Article 150

In view of the harsh s2.nction contained in par8.graph (2) s

it is suggested thG.t the qualification lIasfar as he is &ware"
should be inserted 2.fter "indies.tell in par8.graph 1. This
appears necessary in order to protect the applic2nt who is an
assi€:,'neeof an invention end ,,~!hois un2.V'lareth2.t 8. prior
national application h2.s been made in respect of it.

It is sls 0 suggested th2..tp2..ragrCi.1Jh(2) should rer~d
"deemed to be wi thdr2.vm" rather th=,n "refusedll

• This 2.mend-
ment m2.kes the terminology consistent with that used throughout
the Convention for simil2.r conclusions consequent upon the
in:::.ction0:: the 2.pplic2nt.
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