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INTER-GOVERNMENTAL CONFERENCE ‘Brussels, 21 September 1971
FOR THE SETTING UP OF i EUROPEAN
SYSTEM FOR THE GRANT OF PATENTS  DR/GT I/1713/71

- Secretariat -

NOTE

.....

The delegations to Working Party I will find
annexed a note from the United Kingdom delegation
concerning the Second Preliminary Draft Convention and
containing a number of observations and proposals
which it would like Working Party I to examine at its
meeting to be held from 12 to 22 October 1971.
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ANNEX
NOTE BY THE UNITVD KINGDOM DELE GATIQN

This note contalns comments and proposals concerning
certain Articles of the second prellmlnary draft of the Con-
vention for discussion at the october meeting of Working

‘Party I. The delegatlon wishes to reserve the right to

comment later on the “package", Artlcles 153-155 and, if
‘nececsary following the September meeting of Working Perty I,

- on Article 16. We also have other points, mzinly of a

drafting nature, which will be raised at the October
meeting. ' '

.Article §

It is evident that the treatment of anlmals to 1mprove ‘
the. guality .or ouantlty of the product is patentable under
paragraph 1 and we do not think a practlcal distinction can be
made between such treatment ano veterinary treatment. we - _
think the reference %o animals should therefore be deleted o
from paragraph 2(e).’

We agree in substance with paragraph 2(f) but would
prefer to make the position clear by re-drafting it to read
as follows : S '

"(f) Designs or arrangements which serve only to pre-
a sent information and in which the only novelty
: lies in the information presented”.

e also agree in substance with paragraph °(g), but believe

3 that this needs to be expanded %o define whatl is covered

by a compuuer program and also to make clear that patents
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shell not be granted for methods (e.g. & method of programming
computers) or apparatus (e-g« a computer when programmed in =
. certzain way)_whefe the only novelty is to be found in the
program itself. Paragraph 2(g) might read as follows:

"(g) Computer programs (thet is, a set of instructions
for controlling the sequence of operztions of & data
processing system) and methods_or apperatus in which the
only novelty lies in the computer program employed" .

Finz1ly, we point out that though we are agreeable to
establishing in paragraph 2 =2 non-exhaustive list of subject
mstter which is excluded from the concept of "invention", we
also believe that it should be mzde possible for this list
to ve fairly easily reviced in order to remove any uncertzin- |
ties vhich m2y z2rise znd zlso to meet future technical |
developments. 4t some stage therefore we would hope that
paragraph 2 can be transferred to the Implementing Regulations,
s in the case of the PCT. '

Lrticle 10

The scope of the reference %o "essentislly biological
processes" is nct clear and it mey well be difficult to
distinguish between zn "essentizlly biological' process and
2 process ﬁhich.is not essentielly biological, or between a
macro-biologiczel process and & micro-biological process. In
eny case, we see no reason why any biological process; other
than for the treatment of the humen body, should be specific-
ally exc:luded by the Convention. It seems preferable to leave
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it for the Europeen Petent Office to decide on the facts of

the case whether z process is an invention within -the meaning
of Article 9, paragraph'la Ve suggest therefore that paregraph
(b) should be revised to resd: |

"(b) Plant or znimel varieties".

Articles 33, 58 & 160

How that'the'main“feafures of the proposed Europezn patent
system heve been developed, we consider that it would be
usefﬁlito carry -out a survey with = view to getting some’
clezrer idea 28 to the likely use of the system and partic-
ularly its growth rate. This might be conducted sometime in
1872 by the Secretariat, nztion2l pstent offices and interested
orgenisations. It should extend to the USa. '

Ve do not zgree with Article 150; it would be a defeatist
policy to start off the European system with a long defefreq
examination period znd, if this were done, there would te
likely to be considerable difficulties in reducing the period
lzter on.. We think Article 150 should be smended so that
the Administrztive Council mzy, if necessary, increase the
Article 88(2) period up to & maximum of 2 yezrs. If the\latterv;
were agreéa, the AdministrétiVe Council should also be suthor- !
ised to reduce any such extended periodo

+

In any event, we think it would be wise to include some
other provision on which the Administrztive Council could fall
back if circumstances dictate the need to do so. Ve have
doubts that sufficient exeminers of the required competence
can be recruited to serve in a .European FPatent Office located
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in zny one State. Should these doubts turn out +to be justified,
the future of the European system would be endongered and we
feel that provision should be made now to cater for this
contingency. e therefore suggest thet Article 33 (2)

should be acmended by removing the restriction thot branch
offices which the fdministrative Council might estzblish shell
only be for information or 1iaison.

In commection with the transitional neriod we would vpoint
out that uncder the terms of lfrticles 55 to 58 there would in
practice hove to be 14 members of the Board of Apneal and the

Enlerged Board of fAppecl for o period of 5 years. In our view
it is unlikely that this number would be fully employed ot
leest during the first few yeors of operation of the system and
vie think {the Administrative Council should have nower to moke
2d hoc aprointments in the tremsitional period, iYe therefore
pronose & new Article 160z =s follows:

"During o trensitional neriod, the ex»niry of vhich shell
be determined by the Ldministretive Council, the
Administrative Council shall heve wower to suspend
operation of Article 53 (1) snd (2) end mcke such other
arrenger:ents as may be necessary."

frticle 352 {(3) should be rmnlified to refer to this new
trticle,
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Article 6%

It is not clear that the Zuronean Petent Office will be - ..
eble to deem the applicetion to be withdrevm in the
circumstances referred to in naragreph (5)., This is beceuse
Re Article: 64 No 2 does not reguire the netionsl office to
transmit to the ZFuropean Patent Office sufficient information
for the Office to determine the "date of filing" or the
nriority date. . In order to avoid this difficully it would:
éppear thot Re Article 64 ITo :2-should be-extended to require
the nationsl office to inforam the Buropean Petent Office as
to the priority date cleinmed snd as to the datel(s) vhen the
information end documents referred to in Article 53 hes been’
received,

‘Article 75 .

Under the provisions of Article 11, cases will erise in
which an_ exeminer will have to determine.whether the priority
date of & prior Européan application or patent is earlier,
than the priority date of the apélication he is examining{

He will not bhe zble to do this.unless the file of-thn.pribr
cpplicetion or »atent contains the priority document end the
exeainer who dezlt with the earlier case may -heve hed no czuse
to recguest the filing of this document, Moredver, it is _
always desirable to have the »riority document on file so that:
third perties cen essess for themselves the relative

oriorities of concurrent cases, particularly if they are
pctentizl .onponents., National offices also need to be able to
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obtain priority documents in order to resolve any conflict
between European applications and patents and national
applications and patents. It may be noted that once an
application has been withdrawn or refused or a patent
granted,.thefe is no means available to the EPO enabliﬁg
it to obtain the related priority documents.

For these reasons we consider that paragraph (2) should
‘oblige an applicent to file a copy of his first appliééxion
rather then leaving it to the examiner to require a copy if
he needs it. The priority document should be required o0
be filed not later than 4 months after the filing date of
the European épplication. An exception should be mede in
respect of PCT applications for European patents. In these

cases, the European Patent Office should invoke PCT Rule 17.2.

We also think that the Examiner should be empowered to
require the filing of earlier applications if it appears to
him that the application whose priority is claimed is not
the first foreign application, (e.g. it may be a U.S. con-
tinuation in part application).

- As priority may be claimed in respect of filings in
any State which is party to the Paris Convention .or which
satisfies the conditions of Article 73(5), the priority
document may be in a language other than one of the official
lenguages of thé European Patent Office. In order to facili-
tate the work of the European Patent O0ffice in such cases,
the applicant should be required to file a certified trans-
lation of the priority do~ument into the language’of'the
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proceedings. In PCT cases the appllcant should be requlred~

~to furnlsh a. certlfled translatlon of the prlorlty document

into the 1anguage of the. proceedlngs within 4 months after
tke expiry of the PCT Artlcle 22 or 39 tlme limit.

' Artlcle 76
We think that paragraph (1) should be amended to make
c.ear that a European. appllcatlon.has the. effect of a
national appllcatlon 1n each de51gnated State as from its
date of flllng (cf PCT Artlcle 11(3)).

Articles 81, 94 and 83a

The effect of Artlcle 81(1)(b) is to prevent an

.anpllcant from flllng a divisional application on his own

vclltlon before he has recelved the search report on the.
o“lglnal annlxcatlon. As we see it, this could not only
delay proceedlngs, but, in a case where the original.
anpllcatlon discloses but does not claim s second invention,
would result in the loss of provisional protection for ‘this
1nventlon until come time later when the divisional appli- ’
cation is pub71shed., Possibly the restrlctlon 1mposed by
Artlcle 81(1)(b) is intended for the consistency with the
idea, embraced in Article 82, that amendments at the appli-

. cant'e request should not generaely be allowed untll after

the search report has been issued.
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He do of course agree with this’concept, but we do not
think it should be applied to the situation where an applicant
wishes to protect, by means of a divisional application, matter
which is'éontained in a préviously filed application. Although

prescribed by the present text of the Convention we can see no
reason why the filing of a divisional application should nec-
essitate previous or simultaneous limitation of the original
application. | |

It is pointed out, moreover, that Article 94 may in any
case_be'used to frustrate the apparent intention behind <*he
restriction of Article 81(1)(b). Provided the applicant has
requested examination, he does not have to await the search
report on the originel application. We see no good reason why
a request for exanination should govern the procedure in respect
of divisional applications. ZEven if a reguest for examination.
has been made there is still no possibility of checking the
epplications at this stege since it is clear from Article 54(1)
that proceedings are not transferred to the Examining Division
until the search report on the original'application has been
received, |

' e consider the reference to a notice of abendonment in
Article 81(2) to be obscure and we have some difficulty in
understanding how it works in practice; Apart fronm this, it
seems pointless to require limitation;since at this stage of the
procedure there is no way of checking it and we note also that
there is ue sanction for failure tc comply with these provisions.
Article 94, rightly in our view, does not contain the Provisions
to be found in Article 81(2).
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We take the view that there should be no bar on the
filing of divisional applications in the period between the
filing of the original application and the start of the exam-
ination pursuent to Article ‘88, lMoreover, there should be no
requirement that the filing of a divisional apnllcatlon is
conditional on prior or simultaneous limitation of the original
application,

It follows that there should be a single Article dealing
‘with divisional applications., This Article should necessarily
include 2 provision ensuring that before‘grant amendments are
made to avoid overlap of protection between the origincl andm;3
divisional applications. It seems to us that such = provisien
is missing from the present draft. ’

We propose therefore that Articles 81 and 94 should’ be
replaced bj a 31ngle Article as follows:

"1 A European patent applicatior'may be divided_oﬁt;of.
another Furopean patent application: . {
(a) . at the request of the applicant; neveruheless,;,
| 1efter‘the_3yart ofvuhe exam;natlon proceedings
the:division mey be made only if the Examiningm
Division eons1ders it to be justified; | .
{b) . on the invitation of ‘the Examining Sectlon or
Exam1n1ng-D1v151on7 if the.requlrements of L
Article 70 ere not met. |
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2  The claims of the application and any divisional
application shall exclude the matter protected by any of
the other applications, iThere possible, the description
and drawings of each ap»lication shall relate only to the
metter protected by that application. However, when it is
necéssary Tor an application to describe the matter pro-
tected by another application, it shall include a cross-
reference to that other application, ' ‘

3 A divisionel application shall be deemed to be filed on
the da%e of the original application and shall have the
‘penefit of any right to priority, in so far as its subject

matter does not extend beyond what was disclosed in the

original application as filed.

4  The filing fee referred to in Article 66, paragraph 3,
must te pz2id in respect of each divisional application
within 2 period of one month after the filing thereof."

Paragreph 3 of our proposal corresponds to Article 81(4) _
of the draft. As we understand it, this permits a divisional
application to proceed to grant even though it conteins matter.
which was no% in the originzl application as filed, Ve think
that this is not consistent with the general philosophy
inherent in Articles 83a and 104 and would give rise %o diffi-
culties for third nmarties in ascertaining the dates accorded to
various parts of the application. Ve Tthink it should be made
clear %hat a divisional application which contains more than
what was in the original application as filed should not be

BR/GT I/113 e/71 (Annex) cjb | ’ | cesSves
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allowed to pféceed to grant. We suggest that thls may be
done by amending Article 83a to read :

"A European patent appllcatlon shall not .... as filed,

- or if the application is'a divisional application,
beyond the content of the original application as
filede"™ ' ‘ ‘

e -V'Article 88

Tn view of thevshort period‘iﬁAwhich a third party may
requesi exemination, we consider that third party requests
should be abolished..

Yie further propose that ‘applicants shall be permitted to
reguest examination only‘after the receipt of the report'on
the state of the art. Since an examination fee has to be
paid, it is likely that most appllcants will await the search
report. . In any case, examination cannot proceed wtil after
the report has been received. |

Article 93

This Article is not consistent with Article 92 in that .
it 1rpl*es that examination shall begin on explry of the ”;5
period referred to in Article 92 (1) even though the appllcanb
has not indicated that he wishes to proceed with his -
application. loreover, contrary to Article 92 (2), it
appearsbto suggest that examination will not take place unless
the applicant has cormented on the search report and on any.
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observations sent to him, Finally, Article 93 seems to ignore
the case where the applicant requests examination after
receiving the search report. We think therefore that this
Article should be revised to read as follows :

™ The Exumlnlng Division shall commence the examln-
ation of the European patent application :

(2) on receipt of a request for examination made
by the applicant after the report on the state
of the art has been commumnicated to him ; or

(b) if the request for examination was n«de by
the applicant before the report on the state
of the art had been communicated to him, or,
if the request was not made by the applicant
“himself, on receipt within the period pre- v
scribed under Article’92, paragraph 1, of a
statement from the applicant that he wishes to
proceed further with his application.

2 Only the applicanf shall talke part in the procsed—
ings before the Examining Division.*

Article 95

We propose deletion from paragraph 2 of the words -

"indicating all the reasons against the granf of the European -
Patent."

These words impose unnecessary restriction on the
anmlnlnc Division since there will be cases where it will be
futile and time-wasting to indicate all the reasons against
grant.,

BR/GT I/113 /71 (Annex) sap vee/aeas
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Articles 101, 101b, 102 and 103

Reading Article 101(3) and 101b(1) in chronological order,
it appearé'that the admissibility or otherwise of the opposition
notice is determined after the actions required by Article
101(3)+ This could mean the proprietor of the patent belng
invited to present observations on a clearly unsatlsfactory
opposmtlon notlce whlch may never be admitted.

‘Articles 101(3), 102 and 103 refer to "observatlons" made
by the proprietor, We.thlnk it must be .intended by these
Articles that the proprietor may also propose amendments but,
in this connection, we observe that the terms of Article 95(1)
distinguish between observations and -amendmentse.

No sanction is provided in either Artlcle 101(3) or
Article 101b(1) against the proprletor #ho ignores the invita-
tion of Article 101(3). According to Article 101b(1),.u‘r
Opposition Divisien mist go on to examine the facts even_ﬁ
~ though, for example, the proprietor may have decided to |
relinguish the patent} This may be compared with Artlcle 92(2)

- Article 101b(2) refers to fresh material submitted by
the parties concerned but does not stipulate that the opponent
shall ha#e the right of reply to the proprietof’s observations
made under Article 101(3) or give a time within which such a
reply must be made.

:We therefore suggest the follow1ng re-drafts : -

Article 101

(1), (15) and (2) Unéhaﬁged“

BR/GT I/113 e/71 (Annex) bp
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(3) The Opposition Division shall examine whether the

" notice of opposition complies with the provisions of this -
Convention and the implémenting Regulations. If the
opposition is admissible it shall notify thé_proprietor
of the patent of the opposition lodged and shall invite
him to reply to the opposition by presenting his observa-
tions and, where necessary, submitting amendments to the
description, claims and drawings within a period to be
fixed by the Division. Any observations and amendments
shall be communicated to the other parties concerned who
shall be invited to reply within a period to be fixed
b the Division. |

(4) If the proprietor does not indicate within the period
fixed in paragraph 3 that he wish to maintain his patent,
the patent shall be deemed to be revoked,

Note to Article 101 : Consequential amplification of the
Regulation Re Article 145 No 11 will be necessary.

Article 101b |

(1) Provided that the proprietor of the patent has
indicated within the period fixed in Article 101,
peragraph 3, that he wishes to maintain his patent, or,

if the proprietor has submitted observations or amendments,
the other parties concerned have replied or the period
provided for this purpose in Article 101, paragraph 3,

has expired, the Opposition Division shall examine the
facts in so far as they lie seeee relief'sought.

. (2) Unchanged.,

BR/GT I/113 e/71 (Annex) bp
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Lrticle 102

If, after .... Article 95 persgraph T shall apply mutatis
mut?ndls. The result of the exemination and the observa—
‘tions of the proprietor of the patent, together with any
emendments to the description, claims and drawings: submit-
ted by him, shall be communicated to the other parties
coﬁcérned~ ' |

Article 103

The Opposition Division shell invite the other parties
concerned to comment, with 2 period to be fixed by the.
Division, on the observations of the propristor of the
patent end any amendments to the description, claims and
drawings submitted by him in so far as thesé.contain EERE
reasons-. ' | v

Article 125(2)

We would prefer to impose & time limit,of one month.fdr

‘the tronsmission by the Europeen Fatent Office-

Article 127

In order to avoid the possibility of the filing Office
transmitting & request for conversion to the other offices
after & lengthy delay (e.g. aiter the application has been

BR/GT 1/113 o/71 (Annex) ph
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relezsed from secrecy), we propose that the second sentence of
Article 127 should be zmended to read : '

"The latter shzall, subject to the proviéions of national
security, transmit within three months the request,
together with .....c....... request.”

Article 133

Yhile we agree with the moXLmum approzch in so far as
uhlS concerns matter affecting Valldlty and involving a
techniczl content,; we consider that it should be left open
for n=2tion2l laws to prescribe that European_patents mey be
revoked on other grounds on which it is not appropriste for
the Europezn Fatent Office in examinztion or opﬁéSition pro-—
ceedings to tzke =z view. Ve refer particularly to cuses in
which a European pztent has been granted to = persen who
wrongfully obtsined the invention from znother person. It
should; in our view, be & matter for national law whether or
not the.wronged'person should be zble to seek revocation of
the European pztent. Similarly we think it should be open to
the nationel laws to deal with abuse. of monopoly by revoking
European patents in those coses where e compulsory licence has:
failedf e also think that it shculd be possible to revoke a
Europezn pztent on the ground thzt the patent wzs grented
consequent to an zction in tad fzith h¥ the zpplicant. We
thereforec propose the adaition to 4rieicie 133 of = new para-
graph (3) as follows :

"BR/GT I/113 o/71 (Annex) ph | it
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"(3) Notwithstanding the provisions of paragraph 1, any
provision in the laws of =2 Contracting State enabling
revocation of a nztionel patent

(2) when the proprietor is not the inventor of his
successor in title

(b) when there has been =z fzilure of a compulsory
licence granted to prevent abuse of monopoly,
or '

(c) when the applicaﬁt for the patent has acted in
bed fzith,

shz1ll be applicable to European patents. The effect
of such revocation shzll be restricted to the terri-
tory of the Contrscting State concerned.

Article 150

In view of the harsh senction contained in paragraph (2),
it is suggested that the qualification nzs far as he is aware"
should be inserted after "indicste" in parsgraph 1. This .
appears necessary’in order to protect the applicent who is zn
assizgnee of sn invention znd who is unawzre thet a prior

nstional zoplication has been made in respect of it-

It is 2lso suggested that paragrsph (2) should re=
ndecmed to be withdrswn" rather thzn "recfused”. This emend-
- ment makes the terminology consistent with that used throughout
the Convention for similer conclusions consequent upon the
inzction of the applicant. '
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